Decision No 83/12.02.2008 

The procedure was initiated upon application of „Royal T.M.” AD, Sofia with allegations for infringements committed under Art.33, Para 1 and Art.30 of LPC (repealed) by “Vanda and Co” OOD, Plovdiv.


In the application it is specified that „Royal T.M.” AD is company known to the Bulgarian customers by the production and market supply of a wide range of products – powder ice-cream, powder cream, coffee, instant hot chocolates of several flavors, black tea. The packages of the product „BLACK TEA” are protected under items 3 and 4 of the structure of the registered industrial design, which evidentially from the attached image are distinguished by a characteristic graphic design.

According to the claimant, the elements on the package form a compositionally complete package, which corresponds with the similar presentation of the other products produced by “Royal TM” OOD. This is how, the customers, by finding the same characteristic graphic elements on the packages, shape their visual perception and memorize and respectively look for and demand the product. 
Based on a Bulgarian market research, the claimant establishes that „Vanda and Co” OOD produces and supplies on the market a powder product for preparation of the hot drink “tea”, marked in big letters on the front side of the package under the name “BLACK TEA”.


The aforementioned product is offered in a package, whose composition and design coincides with the used and registered by “Royal TM” OOD, Sofia, design of package No 4 in the industrial design register No 5746. According to „Royal TM” OOD, all compositional captions and graphic elements are placed similarly to the identical elements on the package, subject to protection by the registered designs No. 3 and 4 of the company “Royal TM” OOD.   

The claimant considers that „Vanda and Co” OOD has infringed Art.33, Para 1 of LPC (repealed) through the supply of a merchandize, with appearance, packaging, and name which could mislead as to the actual producer, the quality and the consumer properties of the latter. According to the claimant the above stated actions are in violation of Art.30 of LPC (repealed).

It is claimed that CPC should issue a decision for imposing a pecuniary sanction on „Vanda and Co” OOD, termination of the infringements committed and to adjudicating the expenses incurred in the proceedings.

 In its opinion, the defendant contests the allegation for imitation of the industrial design, protected by „Royal TM” OOD, respectively an infringement of Art.30 and Art.33, Para 1 of LPC (repealed), since „Vanda and Co” OOD established itself earlier on the Bulgarian market. The defendant maintains that the company, „Vanda and Co” OOD, is known since 2001 as a trader of instant drinks, including black tea with eight different kinds of flavors.

According to the defendant, the industrial design No 5746 from 21.06.2005, protected by the claimant, is neither new, nor original. „Vanda and Co” OOD has been on the market with the package “Lemon-flavored black tea” since 2001, in whose design all essential elements of the design under the current proceedings are present.
The defendant points out the difference when drawing a comparison between the two products – the coloring of the two designs is different, as well as the package shape of the two products.

„Vanda and Co” OOD specifies that it has registered trademarks for instant drinks “Fructo” and combined “Lemon-flavored black tea” with decision No 62016/20.11.2007 of the Patent Office. The production and marketing of the „Lemon-flavored black tea” by „Vanda and Co” OOD commenced in February 2001. 
„Vanda and Co” OOD pleads with CPC to reject the claim of „Royal TM” OOD as ungrounded due to absence of committed infringements of Art.33, Para 1 in relation with Art.30 of  LPC (repealed).

With a view to clarifying the circumstances under the file, information is requested from the Patent Office regarding the existence of registered trademarks and / or designs on the name of the parties in the dispute. 

After the analysis of the collected evidence under the case file, the Commission admits as factually established that by operating on the same product and geographical market as producers of powdered substance for preparation of the hot drink “Black tea”, which they place through the stores network, the parties to the proceedings are competitors within the meaning of LPC (repealed). The product “Lemon-flavored black tea” in a protected package (registered industrial design) is offered by “Royal T.M” OOD as of the December 2004, whereas “Vanda and Co” OOD started the distribution of “Lemon-flavored black tea”, in a package imitating the already established on the market trader, in October 2005. 
Based on a comparative staged analysis of the shape, size, color decisions and leading graphic elements on the two packages, the Commission assumed the existence of a significant degree of visual similarity, creating an erroneous association with the same purpose product of “Royal T.M” OOD, familiar on the market. 

Based on the ascertained factual context, CPC adopted the following with regard to its legal part: 

Provided that the utilized visible signs of the goods offered by the competitors reveal a high degree of similarity, there is an imitation within the meaning of Art.33, Para 1 of LPC (repealed). To institute the hypothesis the cited norm, it is necessary to use company name, marks or insignia identical or similar to those of other persons, in a manner that may lead to injuring the interests of competitors and / or customers. The possibility resulting from the discussed similarity of confusing the buyers regarding the product’s manufacturer and its market redistribution proves sufficient to qualify the market behavior of “Vanda and Co” OOD under this legal text. Under the existence of these objective premises, it is regardless whether the infringer’s actions are intentional or less, given that imitation is a deliberately sought effect and as a result it always constitutes a purposeful act.
The presence “Lemon-flavored black tea” (with unprotected language element “black tea”), the combined trademark (TM) requested on 24.11.2005 and registered under No. 62016/20.11.2007 in the Patent Office, does not render the actions of the company conforming to the provisions of  LPC (repealed) and excluding imitation within the meaning of Art.33, Para 1 of the same law. The high degree of similarity between the two packages points to the incorrect use of the registered mark and enables “Vanda and Co” OOD, by taking advantage of its protected trade mark, to achieve an indefensible competitive result. As far as there is conflict between the exclusive right to use the combined TM and  the right of registered industrial design (packaging), priority is given, within the context of the said provision of LPC (repealed), to the first registered and established on the market subject of industrial property used in the way it is patent protected. Protection of industrial property rights differs from and does not compete with the protection of good faith trade practice. In the context of the imperative prohibition of Art.33, Para 1 of the LPC (repealed), the marketing  of interchangeable product in a packaging similar to the degree of identity with that of a competitor, indicates in action contrary to the rules of fair competition. Therefore, the Commission takes the attitude that the hypothesis of Art. 33, Para 1 of the LPC (repealed) is executed, which constitutes grounds for sanctioning the defendant company.
